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35 USC 102/103: 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-18 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over DE 3923284 C1 (Gieseman-from 
PCT Int'l Search Report-Y reference), Maikuma (Y reference from PCT Int'l Search 
Report), Kaneko et al. '161, Dainippon (JP 58099157 abstract), Yamada et al. (JP '624 
abstract), Katayama (JP '31 1 abstract), or Iwata (JP '185 abstract). 

Full faith and credit were taken for the PCT examiner's search and indication of Y 
references meeting applicants' claims. These references were explained in the 
international search report as to how the meet applicants' claim limitations. 

Kaneko et al. '161 teach a foam comprising water glass (sodium silicate) and 
aluminum hydroxide in amounts overlapping applicant's instant invention with density of 
0.6 to 0.7 g/cm 3 (600 to 700 kg/m 3 ). Further even if not anticipated control of the amount 
of water glass and Al hydroxide would appear to be within the control and obvious to 
one of ordinary skill in the art. 
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Dainippon (JP '157) teach a composition comprising water glass and aluminum 
hydroxide used to make a foam product having a density of 0.3 g/cc which is the same 
as 300 kg/m 3 and thus within applicants' claimed range anticipating applicants' instant 
invention. Even if not anticipated, overlapping ranges of amounts would have been 
prima facie obvious to one of ordinary skill in the art. Note that though this composition 
uses other components applicants use open claim language in comprising which fails to 
exclude unrecited or unclaimed components. "Comprising leaves the claim open for the 
inclusion of unspecified ingredients even in major amounts . Ex parte Davis et al. . 80 
USPQ 448 (PTO Bd of App.1948). 

Yamada (JP '624 abstract) teach an inorganic foam comprising water glass and 
aluminum hydroxide and a final density of 0.4 g/cc or 400 kg/m 3 which thus anticipates 
applicants' invention. Even if not anticipated, overlapping ranges of amounts would 
have been prima facie obvious to one of ordinary skill in the art. Yamada also teach 
fillers which can be any other material such as asbestos. Applicants do not specify the 
identity of the specific fillers in claim 1 (they originally did but deleted them out) and thus 
any filller can meet applicants' claim 1 . While it is true that the claims may be read in 
light of the specification (their desired filler components), it is improper to read the 
limitations of the specification into the claims. In re Yamato . 222 USPQ 93; In re 
Wilson . 149 USPQ 523; Graver Tank v. Linde Air Products Co. 80 USPQ 451 (Supreme 
Court). 

Katayama (JP '31 1 abstract) teaches a foam comprising water glass and Al 
hydroxide as well as fiber (can be filler) or diatomite (can be filler) with a specific gravity 
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of 0.3 (and thus density of 0.3 g/cc or 300 kg/m 3 ) thus anticipating applicants claims. 
Even if not anticipated, overlapping ranges of amounts would have been prima facie 
obvious to one of ordinary skill in the art. 

Iwata (JP '185 abstract) teach a foam comprising Al hydroxide and sodium 
silicate in amounts overlapping applicants instant claims and achieves a density of 0.1 
to 0.9 g/cc which is 100 to 900 kg/m 3 thus anticipating applicants' claims. The filler can 
be any other additive other than the mentioned components and thus meet the limitation 
of applicants' claims. Further, even if not anticipated, overlapping ranges of amounts 
would have been prima facie obvious to one of ordinary skill in the art. 

Finally, the following references have been cited of interest: 

Kudoh (US 2005/0263744 A1 ) teach in claim 1 a foam porous body made by 
mixing Al hydroxide and sodium silicate (water glass) to obtain a bulk density of 10 to 00 
kg/m 3 which is within applicants' claimed range (see also paragraphs [0061] and [0063] 
which teaches a "mixture" of these components). It would appear that this reference 
cannot be used since applicants' instant invention pre-dates it. 

Rao (US Patent No. 3,743,601 ) teach a composition in Examples II, V, and VI 
that has sodium silicate and Al hydroxide to make a foam. However, the density would 
appear to low as 2 to 8 lb/cubic ft. translates to 32 to 128 kg/m 3 which is below 
applicants minimum bulk density of 200 kg/m 3 . 

Niedner (US Patent No. 6,497,945) also teaches a foam comprising alkali silicate 
(e.g. sodium silicate or water glass-claim 1 ) and Al hydroxide (claim 3) and filler but the 
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density is still below applicants' claimed range since 0.04 to 0.1 g/cc translates to 40 to 
100 kg/m 3 . 



35 USC 112-Second Paragraph : 

Claims 1-18 are rejected under the second paragraph of 35 USC 112 for failing 
to particularly point out and distinctly claim applicants' instant invention. 

Th term "highly" is relative and indfinite in claim 1 preamble and any other claim 
preamble used (the word highly before refractory). Please delete "highly" wherever it is 
used. 

The "use of claims 5,6,9,10,14,15, and 17 are all indefinite. It is also not a 
proper statutory class of invention under 35 USC 101 . Applicants can correct by making 
the claim —A method of using— claim. Note that these claims thus are also rejected 
under 35 USC 101 until they are corrected. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Marcantoni whose telephone number is 571-272- 
1373. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



/Paul Marcantoni/ 

Primary Examiner, Art Unit 1793 



